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l. INTRODUCTION

The essence of the likelihood @infusion analysis is thensilarity of the marks such
that consumers are likely to assume that twalpets have the same soer Here, a look at the
marks in question puts that concern to regppd@3er Franciscan Vineyards, Inc. (“Franciscan”)
owns and uses marks that either include the VRABEN in part of thanark, or are stylized
pictographs intended to evokevems. Franciscan’s marks sédl wines and other novelties
carrying Franciscan’s wine logos and namidswever, Franciscan does not own a mark for
simply “RAVEN".

Contrast Franciscan’s actual marks wAghplicant BeauxKaEnterprises, LLC
(“BeauxKat”) and its word mark for beeBLACK RAVEN BREWING COMPANY. While the
two marks share RAVEN, they dawt represent identical produasservices, and therefore,
sharing a single word is insufficient basis fdimaling of being confusingly similar. There is
simply no reason to believe thaty party seeing the twsets of marks would make the leap to
thinking that the source of tlfferent products is the same.

Moreover, while there is no doubt that ti@ods covered by these marks both contain
alcohol, there is evidence thaethctual markets for beer and wiare relatively distinct. This
serves to further diminisany likelihood of confusion.

Absent any evidence of actual confusénd no evidence establishing a likelihood of
confusion, the Board should find in favorrefjistration of the BauxKat’s mark.

Il. PROCEDURAL HISTORY/DESCRIPTION OF RECORD
A. PROCEDURAL HISTORY.

The statement of the procedural historyieé Opposition in the @poser’s Trial Brief is
sufficiently accurate to baccepted by the Applicant.
B. DESCRIPTION OF RECORD.

1. Objections to Opposer’'s Evidence.

a. Opposer's6” Notice of Reliance.
Opposer'$™ notice of reliance consists two items: (1) a listing printed out from the
TESS system of 267 marks that include both &Viand “beer” in theiproduct listing; and (2)
printouts of the first 50 of these registrations as “representative régistfa Interestingly,

when BeauxKat submitted similar lists of registrations, Franciscan filed a motion to strike.



Accordingly, the lists submitted as Exhibit 1 tasthotice of reliance must be stricken to the
extent that they do not have accompanying redistra. As it was put in regard to Applicants’
notice of reliance, TESS results are not official records, and cannot be submitted as the same.

In addition, the remainder of the 6th noticeefance should be stricken as not relevant
under ER 402, and/or as having only limited proleatiglue that is excded by its prejudicial
effect under ER 403. Franciscaresighis notice to buttress itkim that beer and wine are
“related” products. The argument is that if #nare marks that name both beer and wine as
categories, the products mustretated. However, a closer loskows that this evidence cannot
support such a claim.

Of the 50 marks for which the actual retasibns are submitted only a few of the marks
are actually for wine and beer alone. Sevefahe marks have not only beer and wine, but
literally thousands of items in their categorieShese marks would also make beer a related
product to such things as deodot and plastic sandwich bags\or does this analysis tell us
what would truly be useful, whids what percentage of total nka for beer also include wine,
and vice versa. Absent a clearer categorization, justack of 50 registrations makes it no more
or less likely that beer and wiaee related products, and thereftine evidence is irrelevant, or
at least more prejudicial thangimative. Accordingly, Opposer'$®notice of reliance should be
stricken, or alternatively affordezssentially no probative weight.

b. Opposer's9" Notice of Reliance.

As its 9" notice of reliance, Franciscan subngitgyes from the Webster’s Dictionary
attempting to conclusively establish that thedvtraven” necessarily implies “black”. This
evidence is objected to as irrelevant underdbR, and as inaccurate, and therefore more
prejudicial than probative under ER 403.

This Board is entitled to takadicial notice of facts in nata that are true and need no
proof. Even the most cursory look to any zoatagjdatabase or book will show the Board that
ravens come in a variety of colors, including brown and multicolored versions. Whether or not

Webster’s thinks all ravens are black is certaimidyrelevant to this matter or to what consumers

! See, e.gOpposer’s B8 Notice of Reliance, p.18-24 (registration for TESCO).

2

Id.
3 As an aside, the Board is certainly ahje of performing such an analysis aaking judicial notice of the results.
This analysis was done in Applicant'¥ Rlotice of Reliance, which was stricken.



actually think. Accedingly, Opposer’s '8 notice of reliance should tstricken or alternatively
given little or no probative weight.

2. Applicant’'s Evidence and Respose to Opposer’s Objections.

a. Applicant’s 4" Notice of Reliance.

The4™ notice of reliance from BeauxKat is aiss of pages from magazines that are
excerpted in Franciscan'§®hotice of reliance. The poiof the pages from the exact same
issues excerpted by Franciscan is a qualitative one DliRentfactors are not analyzed in
scoreboard fashion, the party “winning” the miagttors winning the case. No, the factors are
actually analyzed and weighed, wigbme factors being more impartan certain situations than
others? In other words, the context of the evidenoe the qualitative differences are critical to
allow the board to weigh evidence.

Applicant's4™ notice of reliance provides that context and qualitative evidence. The
excerpts contained therein demonstrate that vidleikr and wine may be advertised in these
periodicals, so are any numhsrother products. The fatttat these two goods use a trade
channel that is used by almost literally evetyenttype of good availableglated or otherwise,
decreases considerably the likeod that a consumer could benfused should the Parties
decide to use this partiarl channel of trade.

This evidence is most likely not completely dispositive of the issue, but neither is it
irrelevant. Applicant’s %' notice of reliance should be admitted.

b. Engler Testimony.

Opposer objects to Mr. Engler’s testimony bgieling that he is nan expert, and that
he is biased and based some opinions on heafd®ey also raise the lack of a withess
disclosure for Mr. Engler pr to the scheduling date.

In this matter, the date for witnessdbsure was originally set for August, 2008 hat
date was moved once at the behest of the Bddaoivever, it was not untthe Opposer filed its
motion for summary judgment thBeauxKat was put on noticeathFranciscan was making an

argument claiming that beer and witeared identical marketing chann&l©nce that argument

* SeeFootnotes 20-22.
® Order dated January 8, 2008.

® Opposer’s motion for summary judgment, dated December 8, 2008.



was made, the need for expert testimony to refutecame clear, and MEngler’s declaration
in support of the opposition to the Motion forrBmary Judgment was filed in a timely manner
in January 2009. Mr. Engler was properly notedragxpert in Applican$ Pretrial Disclosures,
his deposition was noted properly within tidlowed time for trial testimony, and Opposer
participated in that deposition, cross-examgnihe witness with no limitations whatsoever.

FRCP 37(c)(1) governs situations where disalesii experts is made late. A party may
make a late disclosure if the disclosure is “substantially justified” or is harmless. Here, the facts
are that there was no way that BeauxKat counlohkthey needed the specific testimony of an
expert like Mr. Engler until the summary judgnm motion was filed. Once that motion was
filed, Mr. Engler’s declaration (which containgtimformation that would be included in a FRCP
26(a)(2) disclosure) was filed early January 2009, leaving Fraswan more than ample time to
address the issue. Franciscan did not haweake its pretrial disclosures until April 21, 2009,
after the summary judgmentotion had been deni€dBy that time, Franciscan had known of
Mr. Engler’s testimony for oveolir months and could have nasiree competing expert of their
own. They chose not to do so. Moreover, Frsaan had full opportunity to cross-examine Mr.
Engler in his deposition, and they did%o.

Having ignored the opportunity to name ogpgsexperts and having extensively cross-
examined Mr. Engler, there can be no harrranciscan at this poiim his testimony being
admitted.

Mr. Engler testified as aexpert on the differences in the end users and marketing of
beers and wines. His qualifications were dgsed at length in both his declaration in opposition
to the motion for summary judgment, and in his deposttidtost of his knowledge comes from
his experience in owning an optng a store called “Malt & Vinein which he sells beer, wine
and other spirits. ER 702 requires that an exXpe qualified by “knowldge, skill, experience,
training, or education” Franciscan’s objection to Mr. Engle qualifications does not state why
it believes he is not qualifiedwr than calling into question Heck of degree. However, his

gualifications meet the standardtbé ER 702 in that he has speacdxperience in the sale of

" Order dated April 3, 2009.
8 Deposition of D. Engler, p. 17-50.

° Deposition of D. Engler, 5-9; Declaration of D. Egler dated Jan. 5, 2009.



beer and wine to customers through the operatitnsatetail outlet. Mr. Bgler is qualified to
testify in this matter.

Franciscan also calls Mr. Engler “biased” dadis familiarity with BeauxKat’s products
and because he knows the principals of Beauxkanerally, bias is not an accepted basis for
excluding an expert due to the fact that the sjmm gets the opportunity to cross-examine the
witness'® Bias is an issue of weight, not admiisiily, and determinations of weight are
generally given to the finder of fatt. Even if a true bias had been established, there is no basis
for excluding Mr. Engler’s testimony, and real bias has been established via cross-
examination.

Franciscan also made a hearsay objecti@ngortion of Mr. Engleés response to a cross-
examination question. The question itself hagaaevith the source of Mr. Engler’'s knowledge
on a particular statement in his DeclaratiorPursuant to ER 703, the sources of an experts’
knowledge need not be admissible evidence forxtperéto opine. Therefore, even if sustained,
Franciscan’s objection will have no effect on Mr. Engler’s opinions.

C. Gillespie Exhibits/Testimony.

Franciscan’s objections to the exhibits to [3dlespie’s testimony are of two natures:
Exhibits 5 and 11 are objected to as hearsay based on theafabietiprintouts come from the
Internet; and Exhibit 8 is objesd to based on Franciscan’s characterization of their source
periodicals not being dfyeneral circulation”.

Franciscan’s objections to Imteet publicationsppear to be based on their lack of
knowledge as to whom actually located and pritiedarticles from the Internet. This must be
the case because the articles themselves ardfadfor the truth of the matter asserted, and
therefore would not be hearsay under ER 801(c). These articles are simply offered for the fact
that BeauxKat has been the subject of somesgregerest. The truth of the matters asserted
within the article is not # point, and therefore theadicles cannot be hearsay.

With regard to the internet issue, the probigitih Internet-based materials is simply one

of authentication. Ms. Gillespleas authenticated the articles as genuine, and as a principal of

°picarlo v. Keller Ladders, In¢ 211 F.3d 465, 468 {8Cir. 2000).
4. (Citing 3 Weinstein’s Federal Evidence §601.03[2][a] at 601-13, McLaughlin ed., 2d ed. 2000).

12 Deposition of D. Engler, p.42,In. 18- p. 43, In. 15.
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BeauxKat who has been the subject of the artialegiestion, she hasason to have knowledge
of their authenticity?

As to the objections to Exhibit 8, therenis objection based up@uthenticity to this
document, as Ms. Gillespie was present wherag sourced. The objection is instead that the
newspaper and bulletin in which the items are pdimgenot of “general circulation”. Note that
the objection noted in thaeposition was “hearsay”. As that objectin is not noted in
Franciscan'’s trial brief, it is not addressedeheCertainly, if they are making the objection,
Franciscan should bear thepeasibility of proving tlat the papers named herein, the Redmond
Reporter and the Redmond ChambeCommerce Bulletin of naif “general circulation”.

Absent such proof, BeauxKeannot adequately respond tgsthbjection and it should be
overruled.

Franciscan mentions three other specifieotipns made during th@illespie deposition.
As to the hearsay statement regarding the Bawbackground, Mr. Bowman has also testified
to the same, and his testimony cannot be hearsdgis i$tatement is stricken, the record will not
be affected in any meaningful way, so the objection is moot.

Regarding the issue of leading the witnéiss,proper ruling on this issue would be a
simple instruction to forego such leading, not erglusion of evidence, gbis objection should
be overruled.

d. Bowman Exhibits/Testimony.

To the extent that the objections to the Bawmnexhibits are identid with the Gillespie
exhibits, or to the extent thabjections are based on the fHwit the items were downloaded
from the Internet, the response regarding thieses is found above, and will not be repeated
here. It is important to noteahnone of these items is offered for the truth of the matters
asserted therein, but to show thtzre is indeed press regarding BeauxKat's endeavors. They
are therefore not hearsay.

With regard to the “lack of foundation” objgans, we will rely on the Board’s judgment,

as Franciscan has not explained acked up its objections in it briefing.

13 Deposition of K. Gillespie, p. 16.

4 Deposition of K. Gillespie, p. 16, In. 20-21.
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lll.  STATEMENT OF ISSUES.
A. Whether the Board should find for the Amaint when the Opposerévidence is limited
and contains no evidence of actual confusion @ngfspecific factor that will cause confusion?
B. Whether the Board should find for the Agglnt when the parties’ marks do not share a
common category, and beer and wame not “related products”.

V. RECITATION OF FACTS.
A. FRANCISCAN’'S MARKS.

Franciscan’s statement of facgamostly accurate, in that it states that Franciscan has
marks and that it uses its marks. IndeeshuiKat does not dispute that Franciscan’s marks
exist, nor that they are usetdhe key points, however, that mue garnered from Franciscan’s
recitation of its products and thhelistribution is that Franciscaloes not make, market, or have
any economic interest that hasything to do with beer. Even in reciting the nature of the
barbecues held at their public picnic facilityeté is no mention of beer being served. Indeed,
one would be surprised to find a winery of Fragan’s nature serving beer on their premises.
This is because beer and wine havthair core a different target market.

Also important to note, only three of Fraswan’s nine named marks are for wine. The
others are for such far-ranging products as barbeque sauce and clothing.

Franciscan devotes much of its effortd&scribing the fact that many beverages share
some distribution channels. Mae disputes that some restanisaliquor stores, and markets
sell both beer and wine. However, Francisicgnores entirely the differences between the
merchandising of beer and wine (and of courserdibeerages). In that context, beer and wine
are treated completely differently.

Doug Engler’s testimony in this matter matearly explained this concept. Mr. Engler,
a retailer who devotes his profemsal life exclusively to beema wine, describes in detail the
differences in markets and noandising of beer and wirle.In truth, the markets treat these
products differently, and they are marketed téedent people, especialfyroducts like those of

BeauxKat and Franciscan.

15 Deposition of D. Engler Dec. p. 9-16.

12



B. BEAUXKAT'S BACKGROUND.

BeauxKat Enterprises, LLC was formedlanuary 2007 by its principals, Robert
“Beaux” Bowman and Katherine Gillespie. BeauxMais formed from its principals’ desire to
open a local brewery and taproevhere Beaux’s original microbremvould be featured. Beaux
is an award-winning brewer who has been involved in brewing beersddy right years.

BeauxKat sought and obtained registra of the word mark “BLACK RAVEN
BREWING COMPANY”!® BeauxKat's intent for the use of its mark is simple. They want to
protect their right to use their maok their beers. That is it mnutshell. They are not seeking
to trademark its use on any othepéyof product. They intend to be a local microbrewery in the
Seattle area market. This may etwatly involve some level of diribution of its product, as
microbreweries sometimes have their beers availat other brewpubs. This will also likely
involve the presentation of BeeKat's beers at some natioralents, specifically the Great
American Beer Festival in Denver, Coloradad the Craft Brewersdbference/World Beer
Cup.

. ARGUMENT
A. STANDARDS FOR OPPOSITION.

An opposition to trademark registration cannb&ntained by a party who would be
“damaged” by the registration of the mafkThis “damage” is “legal damage” as opposed to
“actual damage”, and therefore can be estaldislyeproving that there is a “likelihood of
confusion” at trial’® Franciscan, as the oppogethis matter, has tHeurden of proof at tria’®

Likelihood of confusion, of course, istablished (or disproven) by using thePontfactors?

16 Application, Ser. No. 77/234,446.
1715 USCA §1063(a).

18 Massey Junior College, Inc., v. Fashion Institute of Technok®®/ F.2d 1399, 1403, 181 USPQ 272 (1974);
Federated Foods, Inc. v. Fort Howard Paper Gal4 F.2d 1098, 1100-1, 192 USPQ 194 (1976).

19 Massey, supraat 1403.

2n re E.I. DuPont de Nemours & Cd.77 USPQ 563 (CCPA 1973).

13



In considering these famts, “not all of theDuPontfactors are relevant or of similar
weight in every case’” Indeed, any one of the facsamay control a particular ca%e.
B. ANALYSIS OF THE APPROPRIATE DUPONT FACTORS SHOWS THAT
THERE IS NO LIKELIHOOD OF CONFUSION .

1. The marks, in their entireties, are not confusingly similar.

Franciscan’s evidence on tiidsiPontfactor is extremely brief: all the marks at issue
have some form of raven in them, whethewwrd or pictorial form. Franciscan then
deconstructs the marks via various authoritiesnimttempt to eliminate any portion of the marks
that is not a raven. However, analysis ofdbéhorities on this issue demonstrates that such

deconstruction is not apmpriate in this case.

a. Deconstruction of the marks isot appropriate when the goods
designated by the marks in question are not identical.

Franciscan’s deconstruction oetmarks is not appropriate. TRRsseycourt, cited

above, addressed this issue very specifically:

That marks must be considered in their entireties in determining
whether there is likelihood of camgion or mistake is a basic rule
in comparison of marks. Here the board, having determined that
the services of the parties wegenerally similar,” sought to
establish an exception to the rule, namely: if the most prominent
feature of a mark creates a coemgial impression separate and
apart from the remaining features of the mark, any confusing
similarity with respect to it isleterminative with respect to the
mark in its entirety. We know afo authority which supports such
an exception and hold thaethoard erred on this poifit.

Franciscan commits this exaatror in its briefing.
Certainly there are cases that allow for sdebonstruction of marks, but it is almost

always associated with identiity the goods or services provijeather than the products being

2 Opryland USA Inc. v. Great Am. Music Sh@%0 F.2d 847, 850, 23 USPQ2d 1471, 1473 (Fed.Cir.1998;
Shell Oil,992 F.2d at 1206, 26 USPQ2d at 1688 (the vaiimRontfactors “may play more or less weighty roles
in any particular determination”).

*2DuPont,476 F.2d at 1361-62, 177 USPQ at 567

% Massey, suprad92 F.2d at 1402.
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“generally similar” as was the caseNtassey* In Century 21 Real Estate Corporation V.
Century Life of Americéhe Court made this distinctiorear: “When marks would appear on
virtually identical goods or sems, the degree of similarity nssary to support a conclusion of
likely confusion declines®

In a practical sense, thisstinction is natural to trademark law. While trademark would
and should prevent a competitor selling the idahproduct from using a name that has a
dominant feature that is thersa, when dealing with products that have only a marginal or
ancillary connection, a near idegytbof the mark is necessatty prove likelihood of confusion.
Identical product cases focus on one aspetiteoMark, and call it the “dominant portion.”
While the law sometimes allows analyzing just doamt portions of marks, the law is clear that
the examination may not completely disregard the marks in their entirety. This Board must
examine the marks in their entirety.

The cases suggest a continuum where oreadeare situations where the goods or
services are identical, and therefore onlyghmallest quantum of identity of the marks is
required to be “confusingly similar”, and on the atkad are situations where there is absolutely
no relation between the goods, and thereforglaiity would only be found where the marks
were so identical that they could generate confusion without nefette their corresponding
products. The question then, is where on the continuum does this case falMasElegcourt
provides the answer: where prathihave “general similarity”, reliance on a prominent or
dominant feature of a mark is not approfeiand marks must lm®nsidered in whol&®

Franciscan attempts to skip this aneysy alleging that consumers “will refer to
Applicant’s beer as RAVEN at the most BLACK RAVEN?" Certainly where such
nicknames are shown to be usid Board could take such akmame into account, but such
analysis in this case strain®dibility. There is literally no evidence from which anyone can

make such a finding. Indeed in his deposition, Bbwman testified that the name of each beer

2d.

% Century 21 Real Estate Corp. v. Century Life of Ame8@a F.2d 874, 877, 23 USPQ2d 1698 (1992).
% Massey, supra492 F.2d at 1402.

2" Opposer’s Trial Brief, p. 13.
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made by BeauxKat is different, for expl®, Trickster IPA or La Petit Moff Each are
identified by the brand name, BLACK RAN BREWING COMPANY, but that name will
apply to many beers at one time. One couldvaik into the Black Raven taproom and simply
order a RAVEN or a BLACK RAVEN.

In this case, whether or not the Boasttides that beer and wine are “related” or
unrelated, there cannot be more than a “general similarity” between the two. Thus, Franciscan’s
deconstruction of the marks should be rejected.

b. The marks themselvesare not identical.

Interestingly, it is a casedhfactors prominently on tHeelated product” issue that

provides a guideline for the analysithis issue. The Court in re Coors Brewing Cowas

called on to analyze the similariof two pictorial marks that #gured the words “Blue Moon”.

Both marks contain the words “BdiMoon” in all capital letters,
and those words are prominent in each mark. The Coors mark
contains the disclaimed words “Brewing Co.,” but because those
words appear at the bottom of the mark in significantly smaller
font, it was reasonable for the &ul to find that those words do
not significantly contribute tdistinguishing the two marks.

Although we uphold the Board's finding that the two marks
are generally similar, principallyecause they both use the term
“Blue Moon,” we note that similaritis not a binary factor but is a
matter of degree. Because there significant differences in the
design of the two marks, thenfling of similarity is a less
important factor in establishirglikelihood of confusion than it
would be if the two marks had been identical in design or nearly
indistinguishable to a casual observe3ee, e.g.Century 21 Real
Estate Corp. v. Century Life of ArBZ0 F.2d 874, 877
(Fed.Cir.1992)In re Opus One, Inc60 USPQ2d 1812, 1815,
2001 WL 1182924 (TTAB 200%}

The Coorscourt correctly upholds the principle ignored by Franciscan. Similarity is a
matter of degree dependent not ooifythe identity of the undeityg products, but the degree to

which the two marks are in fact identical.

28 Deposition of B. Bowman, p. 59-61.
#In re Coors Brewing Co343 F.3d 1340, 1344, 68 U.S.P.Q.2d 1059 (2003).
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Comparing this analysis to ofacts at hand, it seems thiathe two marks contain a
single common feature that is ribe end of the analysis, as Feetan would have you believe.
Like the two marks irfCoors,the marks here are not indistinduable or even identical in design.
Indeed it is hard to see how a consumer wénd# at the celtic design éfranciscan’s pictorial
marks (or even its word marks) and be confusethe word mark of BeauxKat. Therefore,
before we even consider whether or not theeegsnilarity, we must start with the premise set
by theCoorscourt: that any similarity found isde important in the likelihood of confusion
analysis that other factors because the marks o $ignificant differences, even if they share a
word.

Franciscan argues that under this factoiBbard may consider its pictorial marks to be
the equivalent of a word mark (sometimes chtlee “equivalence” principle). However, a look
at the cases to which Franciscan cites is illutimigeon the proper application of this principle.
In theln re Duofoldcase, the marks being compared were the words GOLDEN EAGLE and a
pictorial representation of a golden eatjldn theSpaulding Bakeriesase, the marks being
compared were the words OLD MILL and a pictograph of an old fashioned! nhilltheCoors
case cited above, the marks being comparsed identical words, BLUE MOOR.The point is
that in these situations whergiatorial representation was foundte similar to the word mark,
the word mark and the picture were an exadtha picture of a golden eagle and the words
GOLDEN EAGLE, a picture of an old mill andethvords OLD MILL. Therefore the analysis
stated by Franciscan was true in those casepjthae could spark a perfect recollection of the
mark, because they had identity

The Spaulding Bakerie€ourt warned against taking thygpe of analysis too far. They
added additional conditions to making this leap:

[N]ot only must the pictorial repsentation be readily recognized
by the average purchaser of the gomdslved as the equivalent of

a literal term, but it must be sfich a nature that the purchaser
would be prone to “translateihd not accept it for what it is,

*0In re Duofold,184 USPQ 638, 638-9 (TTAB 1974).
31 Spaulding Bakeries, Inc. v. Interstate Brands Cog09 USPQ 355, 356 (TTAB 1980).

32|n re Coors Brewing Co., supiat 1344.
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namely, a design mark in the normal or average marketing
environment for the goods with which it is uséd.

The Court added that the burdenpobof of establishing that purabkers act as set forth above is
on the party who is attempting tise the equivalence principfe.

Applying these principles to ¢hcase at hand, we see thedtfithe pictorial marks of
Franciscan consist of ravens. If BeauxKat s@sking to register theord RAVEN alone, then
the equivalence principle might apply. tEeeauxKat's mark is BLACK RAVEN BREWING
COMPANY. This lack of identity becomes mdedling because Franciscan has not offered any
evidence that purchasers would act as described [§ptnelding Bakerie€ourt above. Absent
any such evidence, the Board should not eqei@eciscan’s pictoriaharks with BeauxKat's
Mark and as to the pictorial marks, there is no similarity.

Franciscan tried an end run around this hyleomparing the RAVEN pictorial mark to
the “trade dress” for BeauxK&t. They rely on thén re Nationwide Industriesase to say that
context of use and packaging damrelevant in this analysi8. However a look to that case only
serves to further emphasize the point made altbaeit is only when the goods in question or
the marks in question are truly identitiaht such an analysis is appropriate.

The marks being compared in tRationwidecase are two products for the breakup
and/or removal of rust going under the marksSRIBUSTER and BUST R8T. The section of
the case that immediately follows the quote usgé&ranciscan points bthe reason why such
an analysis is not applicable here.

Here,where the goods are legally identical, and where both
marks, when applied to the godadsjuestion, are likely to be
perceived by purchasers agrsfying that the product sold
thereunder busts through, or brealp, rust, we agree with the
Examining Attorney that the marks create substantially similar

commercial impressions, andatithere is a likelihood of
confusion. (emphasis add€ed).

¥ Spaulding Bakeries, Inc., supaa 356.

34
Id.
% Opposer’s Trial Brief, p. 13-15.

% n re Nationwide Industrie§ USPQ2d 1882 (1984).

37In re Nationwide, suprat 1884.
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When goods and/or marks are identical, the Baadlcourts may look at things like trade dress
to determine if the commercial impressions of marks are the same. Here, the marks and the
goods are not identical, and so suclanalysis is not appropriate.

Franciscan further argues that the faat BeauxKat chose a mark that intended to
convey a sense of an “established brand” Iéa@sconclusion of intent to confuse. This
argument makes a logical leap that is notisahsMr. Bowman'’s testimony was that his logo
design (not the word mark itself) was intendedriate an “Old World” look and feel and that it
would look like an “established brand®’.From this statement, with absolutely no other analysis
or evidence, Franciscan alleges that the “onhyctgsion” is that BeauxKat wanted consumers to
“believe that its brand was in faBpposer’s very well established brarid.”

There is no basis to conclutteat a desire to have ago with an “Old World” look
means that BeauxKat is intendito confuse consumers. Many beers, both new and old, design
logos with such an “old” look and feel, somethingttthe Board is entitled to take on judicial
notice. Franciscan’s leap in logic does leaid to a conclusion of substantial similarity.

It is only when marks or products are itleal, not just similarput identical, that
analyses like those advocatedfrgnciscan are appropriate.akciscan quotes another case,
re Martin’s Famous Pastry Shoppe, Indescribing the finding froriMartin’s as requiring a
finding for Franciscan on this factor when marks are “very simftfaBut in fact, theMartin’s
case says this: “This factor weighs heavilgiagt applicant, as the two word marks iaiestical
(emphasis added}?”

Franciscan may not dissect the marks irstjaa to compare only parts of the mark, and
its word and pictorial marks are not identical to BeauxKat's mark, eliminating the
appropriateness of forays into trade dress and other marginal analyses. There are significant
differences in these marks that cannot be igdavithout ignoring thappropriate case law.
Therefore, th®uPontfactor regarding similay or dissimilarity of the marks must be found in

favor of BeauxKat.

38 Deposition of B. Bowman, p. 62, In. 1-16.

39 Opposer’s Trial Brief, p.17.

0 Opposer’s Trial Brief, p.17.

*L1n re Martin’s FamousPastry Shoppe, Inc223 USPQ 1289, 1290, 748 F.2d 1565 (1984).
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2. Beer and wine should not be considered related products

Franciscan goes to great lengths to try drahsthat beer and wirere related products.
Of note, however, is that Frascan does not claim that ithet products, barbeque sauce and
clothing items, are related produdtserefore, with regard to thiBuPontfactor as regards the

opposition based on Franciscan’s non-wine marks, this factor favors BeauxKat.

a. Franciscan’sargument overstatesthe presumptions to which it is
entitled.

Franciscan, in reliance on two casé&grnaco, Inc. v. Adventure Knits, Inand
Guardian Products Co., Inc. v. Scott Paper s three “presumptions” which it claims act in
its favor. Indeed, these two cases do set agymnptions that the Board may make when the
goods and marks involved have no restrictionnaitations in the resgctive recitation of
goods. However, Franciscamgsificantly overstates thesegaumptions and their effect.

It is on their third stated psumption that Franciscan oweaiches: “the parties’ products
reach or will reach the same potial users and/or consumefé”In fact, what th&varnacoand
Guardian Productgases do say is that it may be presum@g that the products “are or can be
sold through all of the trade @hnels that can be utilizédr such goods; and that they are or can
be sold to all potential users or custonferssuch goods (emphasis added}® In other words,
BeauxKats’ beers are presumed only to kalalle to all potential customers and us#rbeer,
and Franciscan’s wines are presumed only taviadable to all potential customers and usérs
wine. There is no presumption of a crossovedif tisue must be established by evidence from

the parties, which Franciscan fails to do.

b. The evidence shows that there ardistinct markets for beer and wine.

Mr. Doug Engler’s expert testimony is on jtisis issue, whether or not the marketing
channels and potential consumfensbeer and wine are so iderati@s to make them “related”

products. Mr. Engler experience this issue is ideal. He rumasstore called “Malt & Vine” that

2 Opposer’s Trial Brief p. 17.
“3Warnaco, Inc. v. Adventure Knits, Ir&10 USPQ 307, 315 (19813pe also Guardian Products Co., Inc. v. Scott

Paper Co.200 USPQ 738, 741 (1978) (“[T]hey [the goods] move through all of the normal channels ééitrade
such goods to all potential purchasers thereof (emphasis added)”.).

20



sells beer and wine to consumewith sales of approximate§b00,000 per year. He is uniquely
qualified to opine on the ralae markets of both products.

Regarding the relative markets for these twadpcts, Mr. Engler opines as follows:

Q: Why the difference in the way that you market the
beer and the wine?

A: It's a different custorar. We have different
clientle. Certainly after two years of working in the retail
environment and selling these protiievery day to the customers
of the Redmond and the Grealastside | found that people
distinctly define themselves agher a beer person or a wine
person. Sometimes they’ll be shopping for both, but maybe you
know it's a couple that comes in whatnot. But definitely we
want — we feel that there’s a specific customer that comes in.
They're either looking for wine dhey’re looking for beer. People
tend to have defined themselves as one way or the other. If you
stop anyone on the street and ask almost any person, “Are you a
beer guy or a wine guy,” they’ll tell you which one they enjoy and
which one they drink more often.

Q: Would you say there is direct competition between
beer and wine?

A: Oh, I don’t think so. | think with t fact that
people have classified themselvwe® one category or the other,
that’s their beverage of choice.

Q: So it's not the same end consumer?

A: No, certainly not. And tt's one of the reasons we
do carry both beers and windé.we only carried beer — we're
trying to get a different consumatifferent subset. We're not
trying to take the same dollars — different dollars from the same
consumer, we’'re trying to getfterent consumers. The wine
portion of our business is definitelythe revenue, you can see that
it's coming from a different source than the b&er.

The evidence here shows that there are distirarkets for beer and wine, as regards the

end consumer.

“4 Deposition of D. Engler, p. 5-9.
“> Deposition of D. Engler, p. 10, In. 16 — p. 11, In. 24.
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C. As the parties products occupy dierent strata in their own markets,
their markets are even more clearly differentiated.

When examining this issue not just in the esthbf beer and windgut in the context of
the products of the parties tagimatter, the distinction between the products becomes even

more evident. With regard to BeauxKat'®g@ucts, Mr. Engler described them as follows:

Q: Would you consider the paducts that are being done by
Black Raven Brewing Company to béthose products that would
be sold in an impulse situation?

A: Oh, absolutely not. 1 mean, they’re very specialty
products. This is going to lleconsumer who's going out and
looking for the product itseff

Q: Are you familiar with Black Raven Brewing
Company?

A: Yes, | am.

Q: How would you categorize their products?

A: They are a high end craft microbrewery.

Q: Are they an expensive or inexpensive product?

A:  An expensive produdf.

Mr. Engler, having a more than passing knalgle of Franciscan’s products, described

them as follows:

Are you familiar with Ravenswood Wine?

Yes, | am.

How would you categorize this wine?
Ravenswood is a significant winery. They're
baS|caIIy mass produced winesthink they do 100,000 plus cases,
which is — that's 1.2 million bottles. That's a pretty good amount
of wine. And the vast majority @heir wine is what we would call
in the industry grocery store wine,vei that’s likely to appear in a
significant number of grocery sts and markets and find a pretty
good depth of penetration.

2O 20

Q: Would you consider it an expensive or an
inexpensive product?
A: An inexpensive product, fais. Certainly they do

have a very small amount tifeir production which is high end,

“6 Deposition of D. Engler, p. 12, In. 21 — p. 13, In. 2.

" Deposition of D. Engler, p.15, In. 15-23.
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but the vast majority of their wes are in that under $10 range on
the shelf*®

As you can see from this evidence, these prisdare significantly dierentiated in their
own markets. While Francian’s Ravenswood products aredgery store wines” and are
inexpensive and available tcetlverage consumer at places they might frequent for many
reasons such as grocery stores, Beauxid#isk Raven Brewing Guapany products are high-
end microbrews, and are currently served onlspiacial events and at their own taproom (and at
some small events/bottle hous&s).

The Parties’ evidence showing press covedgheir two productenly highlights these
differences. Franciscan advertises inavai magazines and lagcale publicatior®,while
most of BeauxKat'’s publicity has &e of a local variety, or is cangd to strictly beer-related
events like the North AmericaBrewers Association Competitich. These parties are marketing
and selling to different sets of end users.

These two products do not have “conditiamsl activities surrounding the marketing of
the goods ... such that they would or @bbk encountered by the same persons under
circumstances that could, because of the similafithe marks, give rise to the mistaken belief

that they originated from the same produc@r.”

d. While beer and wine can be related, that relation is irrelevant here.

BeauxKat acknowledges that there is caseitalicating that beer and wine can be
considered to be “related productd”However, the question under this DuPont factor is really
whether these two products, Black RaB#awing Company beer, and Franciscan’s

Ravenswood wine are similar or dissimilar. Wigsiamining the two piucts and the evidence

“8 Deposition of D. Engler, p. 14, In. 17 —p.15, In. 9.
“9 Deposition of B. Bowman, p. 20, In. 24-p.21, In. 17.

0 Opposer’s 8 notice of reliance.

*1 Deposition of B. Bowman, Exhibits 8, 9, 11.

*2|n re Melville Corp.,18 USPQ2d 1386, 1388 (1991) (as cited in Opposer’s Trial Brief, p. 18).

%3 Although they have also been found to betrelated productsCompare In re Coors Brewing002 WL

1766343 (TTAB Serial No. 75/599,304, July 31, 2002hding that beer and wine are not related products).
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regarding them, it becomes quite clear that these two products are distinct and are not targeted
towards the same end consumer.

Franciscan’s evidence on this point is lirdite generalities regairdy beer and wine.
However, the undisputed evidence as shown abovatishise two specific products themselves
are of little or no relation.

Franciscan has listed 50 marks that name beénr and wine as their categories in an
attempt to show that beer and wine are relatedymts. However, this analysis is misleading in
that it tells the Board nothing about how thessks compare the entire universe of marks for
beer and wine. The Board should take notictneffact that these 50 eo marks identified by
Franciscan represent less than onegarof all marks for beer or wine.

Franciscan relies on the presumptions thiaeittified to argue that these two products
are related. But even if the presumptions veer&ranciscan identified them, presumptions may
be overcome with evidence. Taeidence here shows that these products are not similar as they
occupy different strata in theiespective markets. This factor should favor BeauxKat.

3. Franciscan oversimplifies the issue regding the similarity of established,
likely-to-continue trade channels

Franciscan’s argument on tlidsiPontfactor is simple: beeand wine are sold in
restaurants, liquor stores and netgk and the possibility of thegroducts being sold in similar
locations exists. However, thisan oversimplification of ik factor. For instance, if
Franciscan’s analysis were thele methodology for reviewing thiactor, every item sold in a
supermarket could potentially be subject tmlgmark cancellation on the basis of likelihood of
confusion.

The real question that detarmas whether any particul@uPontfactor is relevant in a
case is whether or not it tendsestablish a likelihood of confims in consumers. Here, the
analysis of trade channels adds little thas wat discussed above rediag similarity of the
goods. That the goods share locations of sale and distribution chignnelsat issue. The issue
is whether those similarés are relevant here.

The evidence already discussed shows whyfélctor is not relevat. BeauxKat's beers

and Franciscan’s Ravenswood wines do not triavtile same circles. One is a high end,
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expensive microbrew. The other is anxpensive, mass-produced, grocery store wine.
Whether or not they might ever bgailable in the same restaurdoes not alter the fact that

they are not likely to be confused by consuniérs.

4. Fame of marks is not dispositive in this matter.

Franciscan claims that the “fame” of itearks somehow makes it more likely that
confusion may result. However, we are nealthg with a product that enjoys a wide fame
among the general populace like ‘IMevtail” or other significatly famous wine brands, and
Franciscan has not submitted any evidence of famb. While there is no factual dispute that
Ravenswood as a wine is more widely known Blatk Raven Brewing Gopany as a beer, the
point is that the fame of these marks would didyrelevant if they were identical marks or
goods, as has been discussed above. Becausar¢hegt identical, the fact that a product of a
separate category is famous htke or no impact on whether any consumer will actually be

confused.

5. Factor 6, number and nature of marks on similar goods, favors BeauxKat

Franciscan expends considerable effort to show that all alcqiroticicts are “related”
early in their briefing. However, when theyoh this factor, they suddenly only examine beer
and wine. Their statement regarding no relageducts using any form of RAVEN mark is
wrong. The Board should take notice of this tand the fact that thesre RAVEN marks in use
on other alcoholic beverages (specifically CUERMW@ athers). However, the fact that there is,
according to Franciscan, only one wine miadorporating RAVEN and only one beer mark
incorporating RAVEN should suppdBeauxKat as it is possiblerfboth marks to have strength

within their categories.

6. There is absolutely no evidence of any actual confusion

Franciscan conveniently brushaside this factor as meagless by playing a semantic
game regarding the way BeauxHKatiends to use its mark. Whislir. Bowman actually testified
is that the BLACK RAVEN BREWING COMPANY md& is on every beer they produce, but

**Incidentally, Franciscan tries to make it seem like Ravend is a wine that could easily show up in BeauxKat's
own taproom. $eeOpposer’s Trial Brief, p. 24)In reality, there is absolutely no way that BeauxKat will ever
allow a Franciscan product inside their business.
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that different beers also hatreeir own name, and no individula¢er is named just “ BLACK
RAVEN BREWING COMPANY”>® The mark is used on beer.

More importantly, Franciscan cannot pointtsingle occurrence efven the mildest
consumer confusion. It does not exiBeauxKat opened their taproom in May of 266and
no examples of confusion have occurred from tinetil now. This factor must weigh in favor of

BeauxKat.

7. The only confusion possible would be deminimis

The worst case scenario between these twosnarkat eventually, far in the future, if
BeauxKat should ever sell itsdrein restaurants where Ravem®d is sold, a customer might
see both and wonder if they come from the splaee. Because people generally inclined to
prefer beer or wine, there is no chance thperson intending touy Ravenswood wine would
ever buy a Black Raven Brewing Company besteiad. Even if it did, we are debating over a
few drops in the well as far &anciscan is truly concerned.

There is just no reason to believe thaisumers will be confused to any significant

degree, or indeed at all.

IV.  CONCLUSION

The likelihood of confusion analysis is reoscoreboard where the party who gets the
most factors wins, or a mathematiealalysis. In the end, it comdswn to this: is it truly likely
that a consumer is going to confuse these prodscts their source? The answer to that is
simply no. Franciscan sells aegjmlized product, inexpsive, entry-level, grocery store wine.
BeauxKat produces a specializedguct, high-end, microbrewed, aréker. In truth, there is
little crossover between thesenkets. Moreover, the marks\yeenough distinction that a
consumer is not likely to be confused. TheaBbshould uphold the decision of the Examiner to

issue this trademark arfidd against the Opposer.

%5 Deposition of B. Bowman, p. 59, 60, In.21-p. 61, In. 7.

%% Deposition of K. Gillespie, p. 17, In. 20-22.
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[Justin D. Park/

Justin D. Park, WSBA #28340
155 — 108 Avenue NE, Suite 202
Bellevue, WA 98004

(425) 450-5000 telephone

(425) 450-0728 facsimile
jpark@rpwfirm.com

Attorneys for Applicant
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